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Remarks 

Claims 1 to 3, 7, and 10 to 17 as set forth in Appendix II of 
this paper are now pending in this case. Claims 6, 8 and 9 have been 
canceled, Claims 1, 7 and 11 have been amended, and Claims 12 to 17 
have been added, as indicated in the Listing of Claims set forth in 
Appendix I of this paper. 

In addition to editorial changes in the wording of Claims 1, 7 
and 11, applicants have replaced the expression "arylene, optionally 
substituted" by the phrase — optionally substituted arylene — , and 
the expression "where appropriate" by the term — optionally — {Claims 
1 and 7). Also, the last subsection of Claim 1 has been reworded to 
provide for antecedent basis of the phrase "the solution" in Claim 2, 
and to better bring out the fact that the initiator system is added 
in form of a solution of the initiator in the polyethylene glycol. 
Claim 7 has been revised accordingly. Claims 6, 8 and 9 have been 
canceled and rewritten as new Claims 12 to 17. No new matter has been 
added . 

The Examiner has rejected Claims 1 and 3 under 35 U.S.C. §112, 
112, in light of the wording "arylene, optionally substituted" and 
"where appropriate" in Claim 1. Favorable reconsideration of the Ex- 
aminer's position and withdrawal of the respective rejection is re- 
spectfully solicited in light of the amendment addressed in the fore- 
going which removes the objectionable terminology. 

The Examiner has rejected Claims 1 to 3 and 10 under 35 U.S.C. 
§103 (a) as being unpatentable in light of the teaching in GB 922,459 
when taken in view of the disclosure of F/u et al . (us 5,338,814). 

As further emphasized by the revised claim language, it is an 
essential requirement of applicants' process that a solution of a 
free-radical initiator ^in a liquid polyethylene glycol having a mo- 
lecular weight of from 88 to 1000 is added as the free-radical initi- 
ator system for purposes of polymerizing the constituents (a), (b) 
and optionally (c). 

The teaching of GB 922,459 relates to a graft copolymerization of 
one or more vinyl esters on to one or more polyalkylene glycols in 
the presence of a free-radical forming initiator^). GB 922,459 further 
provides that the polyalkylene glycols are particularly polyethylene 



1) For example page 1, indicated lines 31 to 40, of GB 922,459, 
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glycols having a molecular weight of 10000 up to several millions^). 
The generic teaching of GB 922,459 does not provide information con- 
cerning the manner in which the free-radical initiator is added to 
the copolymerizable composition. In accordance with the representa- 
tive examples provided in GB 922,459 , the initiator is added to the 
polymerizable composition in substance. 

The teaching of GB 922,459 not only fails to teach the ut iliza- 
tion of llguad^pp^lxetjhylene_gl 

88tol000_.but further differs from applicants' invention in several 
aspects. G^^S.22^r459 — ^f.ails__^to_^,ggest™"Or..^4itiply the utiliza tion of a 
polyethe r corr esponding to applicants' constituent (b). Additionally, 
GB 922,459 fai ls t o sugge£tt««,or_^impl^to add the initiator_^a-— the- 
jgcljoneriza^ a solution, and fails to suggest 

or imply the utilization of a liquid polyethylene glycol having a 
molecular weight of from 88 to 1000 as a solvent for the free-radical 
initiator. 

The disclosure of Wu et al. relates to a free-radical solution 
polymerization of vinylpyrrolidine which is conducted in the presence 
of a polyethylene glycol having a molecular weight of about 300. 
According to Wu et al. , the polyethylene glycol serves as a chain 
transfer reagent^) which provides for a narrow molecular weight dis- 
tribution of the resulting polyvinylpyrrolidine. As^^such^r^JthjeL^ 
s ure of Wu et al . is concerned with the preparation of a homopolymer 




To establish a prima facie case of obviousness, three basic cri- 
teria must be met. First, there must be some suggestion or motiva- 
tion, either in the references themselves or in the knowledge gener- 
ally available to one of ordinary skill in the art, to modify the 
reference or to combine reference teachings. Second, there must be a 
reasonable expectation of success, and, finally, the prior art refer- 
ence (or references when combined) must teach or suggest all the 
claim limitations. Further, the teaching or suggestion to make the 
claimed combination and the reasonable expectation of success must 
both be found in the prior art, and cannot be based on applicant's 
disclosure^) , and the level of skill in the art cannot be relied upon 



2) For example page 2, indicated lines 68 to 71, of GB 922,459, 

3) For example col. 2, indicated lines 40 to 48, of US 5, 338,814 . 

4) In re Vaeck > 947 F.2d 488, 20 USPQ2d 1438 (CAFC 1991) 
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to provide for a suggestion to combine ref erences^) . Accordingly, the 
mere fact that the prior art can be modified in some manner so as to 
arrive at a claimed invention does not support a conclusion of ob- 
viousness where the prior art fails to suggest the desirability of 
the specific modification which is required^). 

In light of the differen ces between the pr eparation of gra ft co- 
polymers on the o neJIhjanjd_,and^ (non-graft gd, ) PVP _ hgmop ^ymers on the 

"btKer^hand, a person of ordinary skill would not have an inv entive to 
modify the graft copolymerizafTion taugirir"By~*GB"'P22, 455 by introducing 
parameters which are applied in the homopolymerization process of Wu 
et al . Furthe rmore , e ven_jwhen-~f eat.urje^s^o.f^^thjg..,^ pro- 
cess of Wu et al, are incorporated into the gr aft copolymerization 
process disclosed^ bv>^GB^32zlA5F7^^ne cannot arrive a t ap plicants ' 
process since neither GB 922 f 459 r^or^ Jfu^et^al. suggest or imply the 

^gi'fizatlon^f "^cj^ ^ _ definition of app 1 :^an ts'^f brmu fa" 

(I), The subject matter defined in applicants' claims therefore can- 
not be considered to be rendered prima facie obvious within the mean- 
ing of Section 103(a) by the teaching of GB 922,459 when taken in 
view of the disclosure of F/u et ai. Favorable reconsideration of the 
Examiner's position and withdrawal of the rejection under Section 
103(a) is respectfully solicited. 

The Examiner has required election of, and restriction of the 
application to, one of the following groups of claims 

I) Claims 1 to 3 and 10, which relate to a process of making a 
particular graft copolymer; 

II) Claims 6 and 9 (no longer pending) which relate to a composition 
comprising the particular graft copolymer obtained by the process 
of Claim 1; 

III) Claims 7 and 11 which relate to the graft copolymer obtained by 
the process defined in Claim 1; and 

IV) Claim 8 [no longer pending) which relates to a composition compris- 
ing the particular graft copolymer obtained by the process of 
Claim 1; 

contending that the claims define patentably distinct inventions. 



5) Al-Site Corp. v. VSI Int'l Inc. . 174 F.3d 1308, 50 USPQ2d 1161, 1171 (CAFC 1999) 

6) ie. In re Gordon . 733 F.2d 900, 221 USPQ 1125 (CAFC 1984); see also, eg., Intercon- 
nect. Planning Corp. v. Feil . 774 F,2d 1132, 227 USPQ 543 (CAFC 1985) 
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With regard to groups I and III, the Examiner asserts that the pro- 
cess defined in applicants' Claim 1 can be used to make a product 
which materially differs from the product defined in Claim 7 because 
"the process can be used to make the starting materials of foamed 
substances" . 

It is not apparent how such starting materials could possibly be 
materially different from applicants' product which is defined in 
terms of a product-by-process and which recite the same limitations 
which characterize applicants' process. Since applicants' product 
necessarily has to be the product which is obtained by the process of 
Claim 1 any product resulting from the procisss of Claim 1 falls with- 
in the realm of Claim 7. The Examiner's argument is therefore not 
deemed to support a finding that Claims 1 and 7 define patentably 
distinct inventions. 

Furthermore, MPEP §803 provides that two criteria have to be met 
for a requirement to restrict between patentably distinct inventions 
to be proper: 

(A) The inventions must be independent or distinct as claimed; and 

(B) There must be a serious burden on the examiner unless restriction 
is required. 

As addressed in the foregoing, the Examiner has not met the burden to 
establish that applicants' process can be used to make another and 
materially different product. Accordingly, the first of the two cri- 
teria for a proper restriction requirement has not been met. Favor- 
able reconsideration of the Examiner's position and withdrawal of the 
respective restriction requirement is therefore respectfully solic- 
ited. 

New Claims 12 to 17 relate to a composition comprising the graft 
copolymer obtained by the process of Claim 1. The subject matter of 
the new claims and the subject matter defined in Claim 7 are, there- 
fore, in a subcombination/combination relationship where the subcom- 
bination -in this case the graft copolymer defined in Claim 7- is 
essential to the combination. Accordingly, the consideration of 
Claims 12 to 17 along with Claims 1 and 7 does not require an addi- 
tional search. Also, MPEP §806 .05(0), subsection II, explains 

If there is no evidence that combination ABsp is patentable with- 
out the details of Egp, restriction should not be required. Where 
the relationship between the claims is such that the separately 
claimed subcombination Bsp constitutes the essential distinguish- 
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ing feature of the combination ABgp claimed, the inventions are 
not distinct and a requirement for restriction must not be made, 
even though the subcombination has separate utility. 

It is therefore deemed equitable that the subject matter of Claims 12 
to 17 is examined along with the subject matter of Claims 1 to 3, 1, 
10 and 11. Favorable action is respectfully solicited. 

Request for Extension of Time ; 

It is respectfully requested that a two month extension of time 
be granted in this case. A check for the $420.00 fee is attached. 

Please charge any shortage in fees due in connection with the 
filing of this paper, including Extension of Time fees, to Deposit 
Account No. 11.0345. Please credit any excess fees to such deposit 
account. 

Respectfully submitted, 

Keil & Weinkauf 




Herbert B. Keil 
Reg. No. 18,967 

1350 Connecticut Ave, N.W. 
Washington, D.C. 20036 
(202) 659-0100 

End.: The Listing of Claims (Appendix I) 
The Amended Claims (Appendix ll) 

HBK/BAS 



Whm PTO did not xeceivo the f ollowinqf 
llisted item(G) oUcfc ^ /- 4 



Paper No. 13 



- 6 - 



Serial No. 09/767,821 ANGEL et al. PF 0000051162 

, A P P E^N^ I X I: 

The Listing of Claims rversion with markings, showing the changes madeW 

!• {currently amended) A process for preparing graft copolymers of 
polyvinyl esters [ by polymoriaation of ] which comprises polymeriz- 
ing 

a) at least one vinyl ester of aliphatic Ci— C24-<3arboxylic acids 
in the presence of 

b) polyethers which are solid at room temperature and have the 
general formula I \ 

Ri-j- O— (R2_o),— (R3-0)^ (R4_o)~^^^^ {R5-0)x— (R6-0)y— (R7-0)zj^R8 | ^ 

in which the variables have the following meaning, indepen- 
dently of one another: 

Ri hydrogen, Ci-C24-alkyl, r9-C(=0)-, r9-NH-C(=0)-, polyalc- 
ohol residue; 

r8 hydrogen, Ci-C24-alkyl, r9-C(=0)-, r9-NH-C(=0)-; 

R2 to R7 -(CH2)2-/ -(CH2)3-, -(CH2)4-f -CH2-<:H ( CH3 
-CH2-CH(CH2-CH3)-, -CH2-CHORIO-CH2-; 

r9 Ci-C24-alkyl; 

Rio hydrogen, Ci-C24-alkyl, r9-C(=0)-; 

A -C(=0)-0-, -C(=0)-B-C(==0)-0-, -C(=0)-NH-B-NH-C(=0)-0-; 

B -(CH2)t-f optionally substituted arylene[7 — optionally sub - 





stitutod] ; 


n 


1 


to 


8; 


s 


0 


to 


500; 


t 


1 


to 


12; 


u 


1 


to 


5000 


V 


0 


to 


5000 


w 


0 


to 


5000 


X 


1 


to 


5000 


y 


0 


to 


5000 


z 


0 


to 


5000 



c) and [ ; whoro appropriate y ] optionally at least one other monomer 

[ using ] bv adding a free-radical initiator system, wherein the 
free-radical initiator system is a solution of a free-radical 
initiator in a liquid polyethylene glycol having a molecular 
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weight between 88 and 1000 [ io ucod as oolvont for tho froo radical 
initiator ] • 

2. {previously presented) A process as claimed in claim 1, wherein the 

solution of the free-radical initiator is added continuously 
throughout the polymerization reaction time. 

3. {previously presented) A process as claimed in claim 1, wherein liq- 

uid polyethylene glycol is used as solvent for the free-radical 
initiator at room temperature. 

4. {canceled) 

5. {canceled) 

6. {canceled) 

7. {currently amended) [ Craft oopolymor s] A graft copolymer of polyvinyl 

esters [ which — arc tho produotc — &i — febe] obtained by a process [e^- 
polymorigation of ] which comprises polymerizing 

a) at least one vinyl ester of aliphatic Ci— C24— carboxylic acids 
in the presence of 

b) polyethers which are solid at room temperature and have the 
general formula I '\ 

R1-|- O — (R2-0)a — (R3-0)v— (R^-Ovrf- A.— (R5-0)x — (R^-O)y — {R^-0)z}j | 

I 

in which the variables have the following meaning, indepen- 
dently of one another: 

Ri hydrogen, Ci-C24-al)cyl, r9-C(=0)-, r9-NH-C(=0)-, polyalc- 
ohol residue; 

r8 hydrogen, Ci-C24-alkyl, r9-C(=0)-, r9-nh-C(=0)-; 

R2 to R7 _(CH2)2-f -(CH2)3-/ -(CH2)4-. -CH2-CH ( CH3 )-, 
-<:H2-CH(CH2-CH3)-, -CH2-CHORIO--CH2-; 

r9 Ci-<:24— cillcyl; 

Rio hydrogen, Ci-C24-alkyl, r9-C(=0)-; 

A -C(=0)-0-, -C(=0)-B-C(=0)-0-, ^(:=0)-NH-B-NH-C(=0)-O-; 

B -(CH2)t-/ optionally substituted arylene[7 — optionally cub 
Dtitutod ] ; 

n 1 to 8; 

s 0 to 500; 

t 1 to 12; 



Paper No. 13 



- 8 - 



Serial No. 09/767,821 



ANGEL et al. 



PF 0000051162 



u 1 to 5000; 

V 0 to 5000; 

w 0 to 5000; 

X 1 to 5000; 

y 0 to 5000; 

z 0 to 5000 

c) and [ f whoro appropriato ; ] optionally at least one other monomer 

[ using ] by adding a free-radical initiator system, wherein the 
free-radical initiator system is a solution of a free-radical 
initiator in a liquid polyethylene glycol having a molecular 
weight between 88 and 1000 [ ic uood as solvent for tho froo - radical 
initiator ] « 

8. (canceled) 

9. (canceled) 

10. (previously presented) The process of claim 1, wherein the molecular 
weight of the liquid polyethylene glycol is between 100 and 600. 

11. (currently amended) The graft copolymer defined in claim 7, which 
is [ produced ] obtained using liquid polyethylene glycol having a 
molecular weight between 100 and 600 as solvent for the free-rad- 
ical initiator. 

12. (new) A composition comprising conventional excipients and at 
least one of the polymers obtained by the process of claim 1. 

13. (new) The composition defined in claim 12, which comprises the 
polymer(s) in an amount effective for film-forming, binding, wet- 
ting or solubilizing. 

14. (new) The composition defined in claim 13, which is adapted as a 
coating agent, a binder or a film-forming excipient for pharma- 
ceutical dosage forms. 

15. (new) The composition defined in claim 12 which further comprises 
an active ingredient which is effective for cosmetic, hygienic, 
dermatological or pharmaceutical application. 

16. (new) The composition defined in claim 15 which is in form of a 
cosmetic, hygienic, dermatological or ph"armaceutical dosage form. 
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17. (new) The composition defined in claim _15, which is in form of a 
cosmetic, hygienic or pharmaceutical preparation. 




4 
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b) 



Appendix II: 
The Amended Claims (clean version of all claims^! 

1. {currently amended) A process for preparing graft copolymers of 
polyvinyl esters which comprises polymerizing 

a) at least one vinyl ester of aliphatic Ci— C24— carboxylic acids 
in the presence of 

polyethers which are solid at room temperature and have the 
general formula I 

0— (R2_0)^(R3-0)^ (R4_o)^ A— (R5-0)x— (R6-0)y— {R^-0)z}^ R8 I ^ 

I 

in which the variables have the following meaning, indepen- 
dently of one another: 

Ri hydrogen, Ci-C24-alkyl, r9-C(=0)-, r9-NH-C(=0)-, polyalc- 
ohol residue; 

r8 hydrogen, Ci"C24"alkyl, r9-C(=0)-, R^-NH-C (=0)-; 

R2 to R7 _(CH2)2-, "(CH2)3", -(CH2)4-, -CH2--CH ( CH3 
-CH2-CH(CH2-CH3)-, -CH2-CHORIO-CH2"; 



R9 


C1-C24— alkyl; 


RlO 


hydrogen, 


Ci-C24-alkyl, r9-C(=0)-; 


A 


-C(=0)-0-, -C(=0)-B-C(=0)-0-, -C(=0)-NH-B-NH-C(=0)-0 


B 


-(CH2)t-, 


optionally substituted arylene; 


n 


1 to 


8; 




s 


0 to 


500; 




t 


1 to 


12; 




u 


1 to 


5000, 




V 


0 to 


5000, 




w 


0 to 


5000; 




X 


1 to 


5000; 




y 


0 to 


5000; 




z 


0 to 


5000 





c) and optionally at least one other monomer 

by adding a free-radical initiator system, wherein the free-radi- 
cal initiator system is a solution of a free-radical initiator in 
a liquid polyethylene glycol having a molecular weight between 88 
and 1000. 
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2. {previously presented) A process as claimed in claim 1, wherein the 

solution of the free-radical initiator is added continuously 
throughout the polymerization reaction time. 

3. {previously presented) A process as claimed in claim 1, wherein liq- 

uid polyethylene glycol is used as solvent for the free-radical 
initiator at room temperature. 

4. {canceled) 

5. {canceled) 

6. {canceled) 

7. {currently amended) A graft copolymer of polyvinyl esters obtained 

by a process which comprises polymerizing 

a) at least one vinyl ester of aliphatic Ci— C24— c^rboxylic acids 
in the presence of 

b) polyethers which are solid at room temperature and have the 
general formula I 

R1-|- 0 — (R2-0)u — {R3-0)v — {R4-0)vrf A — (R5-0)x — (R^-O)y — (R^-O)z}^ | 

I 

in which the variables have the following meaning, indepen- 
dently of one another: 

Ri hydrogen, Ci-C24-alkyl, r9-C(=0)-, r9-NH-C(=0)-, polyalc- 
ohol residue; 

r8 hydrogen, Ci^24-alkyl, r9-<:(=0)", r9-NH-C(=0)-; 

R2 to R7 _(CH2)2-, -(CH2)3-, -(CH2)4-/ ^H2-CH ( CH3 
-CH2^H(CH2-CH3)-, -CH2-CHORIO-CH2-; 

R^ C1-C24— alkyl; 

Rio hydrogen, Ci-C24-alkyl, r9-C(=0)-; 

A -<:(=0)-O-, -C(=0)-B-C(=0)-0-, -C(=0)-NH-B-NH-C(=0)-O-; 

B -(CH2)t-f optionally substituted arylene; 

n 1 to 8; 

s 0 to 500; 

t 1 to 12; 

u 1 to 5000; 

V 0 to 5000; 

w 0 to 5000; 

X 1 to 5000; 
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y 0 to 5000; 
z 0 to 5000 
c) and optionally at least one other monomer 

by adding a free-radical initiator system, wherein the free-radi- 
cal initiator system is a solution of a free-radical initiator in 
a liquid polyethylene glycol having a molecular weight between 88 
and 1000. 

8. {canceled) 

9. (canceled) 

10. (previously presented) The process of claim 1, wherein the molecular 
weight of the liquid polyethylene glycol is between 100 and 600. 

11. (currently amended) The graft copolymer defined in claim 7, which 
is obtained using liquid polyethylene glycol having a molecular 
weight between 100 and 600 as solvent for the free-radical initi- 
ator. 

12. (new) A composition comprising conventional excipients and at 
least one of the polymers obtained by the process of claim 1. 

13. (new) The composition defined in claim 12, which comprises the 
polymer(s) in an amount effective for film-forming, binding, wet- 
ting or solubilizing. 

14. (new) The composition defined in claim 13, which is adapted as a 
coating agent, a binder or a film-forming excipient for pharma- 
ceutical dosage forms. 

15. (new) The composition defined in claim 12 which further comprises 
an active ingredient which is effective for cosmetic, hygienic, 
dermatological or pharmaceutical application. 

16. (new) The composition defined in claim 15 which is in form of a 
cosmetic, hygienic, dermatological or pharmaceutical dosage form. 

17. (new) The composition defined in claim 15 which is in form of a 
cosmetic, hygienic or pharmaceutical preparation. 
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